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DETAILED ACTION 
Status of Claims 

1 . Claims 20 and 43 are amended in view of the amendment filed 1 3 October 2006. 
Therefore, claims 1-43 are currently under examination. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-8, 19 and 38-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hall et al. US 4,012,351 (Hall) in view of Lum US 2,516,008(Lum), 
further in view of Brands et al. US 5,1 12,414(Brands), and further in view of Rodabaugh 
et al. US 5,702,534(Rodabaugh). 

The teachings of Hall in view of Lum, Brands and Rodabaugh are discussed in 
paragraph 3 of the previous Non-Final Office Action mailed 13 July 2006. The rejection 
grounds for instant claims 1-8, 19 and 38-42 are maintained for the same reasons as 
stated in paragraph 3 of the previous Non-Final Office Action. 

4. Claims 9-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hall 
in view of Lum, Brands and Rodabaugh, and further in view of Rausch US 2,819,193 
(Raush). 

The teachings of Hall in view of Lum, Brands, Rodabaugh and Rausch are 
discussed in paragraph 4 of the previous Non-Final Office Action mailed 13 July 2006. 
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The rejection grounds for instant claims 9-18 are maintained for the same reasons as 
stated in paragraph 4 of the previous Non-Final Office Action. 
5. Claims 20-27, 37 and 43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hall in view of Lum, Brands and Rodabaugh, and further in view of 
Giordani et al. US 6,858,097 B2(Giordani). 

The teachings of Hall in view of Lum, Brands and Rodabaugh are discussed in 
paragraph 3 of the previous Non-Final Office Action mailed 13 July 2006. However, 
Hall in view of Lum, Brands and Rodabaugh do not explicitly teach the claimed addition 
of soluble molybdenum in the passivation solution. 

Giordani teaches a passivation solution used to treat stainless steel surfaces, 
wherein the passivation solution comprises phosphoric acid(col. 5 lines 14-15), free 
fluoride(col. 5 line 12), iron(col. 7 lines 48-58), and hydrogen peroxide(col. 5 line 59 - 
col. 6 line 15). Giordani further teaches the presence of dissolved molybdenum ions in 
the coating composition (col. 4 lines 17-19). 

Regarding claims 20 and 43, it would have been obvious to one of ordinary skill 
in the art to have incorporated the dissolved molybdenum, as taught by Giordani into 
the passivating solution of Hall in view of Lum, Brands and Rodabaugh in order to 
improve the stability of hydrogen peroxide in the solution as taught by Giordani (col. 4 
lines 9-19). 

Regarding claims 21-27 and 37, the instant claims are rejected for the same 
reasons as stated in the rejections of instant claims 2-8 and 19 in paragraph 3 above. 
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6. Claims 28-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hall in view of Lum, Brands, Rodabaugh and Giordani and further in view of Rausch. 

The teachings of Hall in view of Lum, Brands, Rodabaugh and Giordani are 
discussed in paragraph 3 above. However, Hall in view of Lum, Brands, Rodabaugh 
and Giordani do not explicitly teach the claimed inorganic activator as recited in claims 
28-36. 

The teachings of Raush are discussed in paragraph 4 above. Therefore, it would 
have been obvious to one of ordinary skill in the art to have incorporated the coating 
composition of Raush into activator of Hall in view of Lum, Brands, Rodabaugh and 
Giordani for the same reasons as stated in paragraph 4 above. 

Regarding claims 28-36, the instant claims are rejected for the same reasons as 
stated in the rejections of instant claims 9 and 1 1-18 in paragraph 4 above. 

Response to Arguments 

7. Applicant's arguments filed 13 October 2006, have been fully considered but they 
are not persuasive. 

Applicant argues that Hall's coating composition is not a passivation coating. 

The examiner would like to thank applicant for detailed explanation of the 
difference between passivation layer, conversion coating and barrier coating. However, 
the examiner does not find applicant's argument convincing for three reasons. First, 
applicant's discussion of the definition of passivation is not sufficient without factual 
evidence data such as publications and prior art teachings. It is well settled that the 
arguments of counsel cannot take the place of evidence in the record. In re Schulze, 
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346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 1965); In re Geisler, 116 F.3d 1465, 43 
USPQ2d 1 362 (Fed. Cir. 1 997) ("An assertion of what seems to follow from common 
experience is just attorney argument and not the kind of factual evidence that is 
required to rebut a prima facie case of obviousness."). Second, since the coating 
composition as taught by Hall contains the same components as the instantly claimed 
passivating composition. One of ordinary skill in the art would have found it obvious 
that the coating composition would have the same effect when applied to stainless 
steel. Therefore, the examiner maintains the position that the coating of metal surfaces 
as taught by Hall reads on the claimed passivation step. Third, the final result of the 
passivating step is the formation of an oxide layer. In contrary to applicant's position 
that the passivating is not coating, the examiner maintains that the oxide layer formed 
from passivation is a still a coating layer. 

For the purpose of clarification, the examiner is interpreting the term "passivating" 
to mean forming a layer of corrosion resistant material through reaction of metal 
substrate surface with the coating composition. In addition, the passivating 
composition as claimed comprises phosphoric acid. Therefore, the examiner takes a 
position that the "passivating" composition as claimed encompasses any phosphoric 
acid containing coating composition including the phosphate coating solution. s 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lois Zheng whose telephone number is (571) 272-1248. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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